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Bef ore Seeherman, Hanak and Quinn, Adm nistrative Tradenark
Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Kenneth M Stirbl has appeal ed fromthe final refusal

of the Trademark Exam ning Attorney to register U S in

stylized form as shown below, for the follow ng services:?

installation, repair, and naintenance
of conputers, conputer systens,
conmput er networ ks, and

t el ecommuni cati ons equi pnent, and

! M. Jacobi handled the appeal. Rebecca A. Smith was the

Exam ning Attorney during the exam nation of the application.

2 Application Serial No. 75/489,564, filed May 22, 1998, and
asserting first use and first use in commerce as of Decenber 6,
1996. The lining in the drawing is a feature of the mark and is
not intended to indicate color.
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busi ness and office machi nery and
equi pnent; (C ass 37)

i ntegration of conputer systens and

net wor ks; consultation services in the
fields of computers, conmputer networks,
conmput er software and hardwar e,

conmput er software and design and
installation, conputer network and site
design, installation and integration.
(Class 42).

N .
Y AN
AN

Regi strati on has been refused pursuant to Section 2(d)
of the Trademark Act, 15 U. S.C. 1052(d), on the ground that
applicant’s mark so resenbles the stylized mark shown
bel ow, U S UNI VERSAL | NFORVATI ON SYSTEMS, INC. (with the
wor ds | NFORVATI ON SYSTEMS, | NC. disclained), previously
regi stered for “providing personnel on a shorttermbasis to
busi nesses to performdata processing; mcrofilmservices,”
(O ass 35) and “conputer programming services” (Cl ass 42)3
as to be likely to cause confusion or m stake or to

decei ve.

® Registration No. 1,087,818, issued March 21, 1078; Section 8
and 15 affidavits received; renewed.
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UNIVERSAL INFORMATION SYSTEMS, INC.

The appeal has been fully briefed. Applicant withdrew
hi s request for an oral hearing.

Bef ore di scussing the substantive issue on appeal, we
nmust address a procedural point. Wth his reply brief
applicant has submitted exhibits relating to the
regi strant’ s business and a declaration by his attorney.
These materials are manifestly untinely and will not be
considered. Trademark Rule 2.142(d) provides that the
record in an application should be conplete prior to the
filing of an appeal, and the Trademark Trial and Appeal
Board will ordinarily not consider additional evidence
filed by the applicant or the Exam ning Attorney after the
appeal is filed. Simlarly, we have not considered
applicant’s comments in his reply brief which were nade on
t he basis of these untinmely subm ssions.

Turning then to the issue of |ikelihood of confusion,
our determ nation is based on an analysis of all of the

probative facts in evidence that are relevant to the
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factors set forth inlnre E I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any likelihood
of confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. See Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976) .

During the exam nation of the application the
Exam ning Attorney focused on the issue of |ikelihood of
confusion with respect to the programm ng services in the
cited registration, and did not even discuss the
regi strant’s personnel services. A different Exam ning
Attorney prepared the appeal brief, and has argued that “in
the context of the registrant’s entire recitati on of
services, the Cass 35 services could be interpreted as
provi ding on-site assistance/consultation in performng
conput er programmng services.” Brief, p. 7. W disagree.
The question of likelihood of confusion nust be determ ned
based on the goods and/or services as they are identified
in the application and the cited registration. See
Canadi an I nperial Bank of Conmerce v. Wells Fargo Bank, NA,
811 F.2d 1490, 1 USPd 1813 (Fed. G r. 1987). The d ass
35 services as they are identified in the cited

regi stration--providing personnel on a shorttermbasis to
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busi nesses to perform data processing; mcrofilmservices--
cannot be considered, as the Exam ning Attorney suggests,
to be on-site assistance/consultation in performng
conput er programm ng services. Further, there is no

evi dence of any rel at edness between providi ng tenporary
personnel to perform data processing; mcrofilmservices,
and the services identified in applicant’s application.

Simlarly, the Exam ning Attorney has not discussed in
what manner applicant’s C ass 35 services-—installation,
mai nt enance and repair of conputers, etc.-—are related to
the registrant’s conputer programm ng services, nor has the
Exam ning Attorney provided evidence as to the rel at edness
of these services.

Wth respect to the Class 42 services, applicant
argues confusion is not |ikely because he does not provide
conmput er programr ng services. However, the Exam ning
Attorney has nmade of record a nunber of third-party
regi strations that show entities have registered a single
mark for both conputer consultation services (applicant’s
identification includes such services) and conputer
progranmm ng services. Applicant contends that these
registrations are irrel evant because the marks are not
“even renotely confusingly simlar to either the

registrant’s mark or the appellant’s mark.” Reply brief,
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pp. 7-8. The purpose of the subm ssion, however, is not to
show that there are third-party marks which are simlar to
applicant’s or the registrant’s. Rather, third-party

regi strations which individually cover a nunber of
different itens and which are based on use in comrerce
serve to suggest that the |isted goods and/or services are
of a type which may emanate froma single source. See In
re Albert Trostel & Sons Co., 29 USPQRd 1783 (TTAB 1993).

This brings us to a consideration of the marks of
applicant and the registrant. The Exam ning Attorney has
accurately cited a nunber of principles of trademark |aw
al t hough marks rnmust be conpared in their entireties, nore
wei ght may be given to dom nant el enents; disclainmed matter
is generally less significant; highly suggestive matter
generally is entitled to | ess weight; and a strong mark is
entitled to a broader scope of protection.

The difficulty with the Exam ning Attorney’s position
is that the determination of the simlarity of marks cannot
be made sinply on the basis of a nechanical application of
principles of law. In our view, despite the fact that both
mar ks contain or consist of the letters US in stylized
forms, applicant’s mark and the cited mark convey different
comercial inpressions. The letter designs thenselves are

different in appearance. Mreover, the trade nanme which
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appears in the cited mark, although it is in smaller size
than the letters US, and although the words UN VERSAL

| NFORMATI ON SYSTEMS, |INC. are either suggestive or

di sclainmed, results in further differences between the
mar ks i n appearance, as well as in pronunciation and
nmeani ng.

It nust al so be renenbered that the services at issue
herein, both the registrant’s identified conputer
programm ng services and applicant’s conputer consultation
services, etc., are rather specialized services which
likely will be purchased by know edgeabl e indi vi dual s
exercising a degree of care. \When we consider this factor,
along with the differences in the marks and the fact that
the services are not identical, we find that the Ofice has
not nmet its burden of proving that confusion is likely.

Deci sion: The refusal of registration is reversed.



